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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timety. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)[3 Responsive to communication(s) filed on 21 July 2003 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) [j3 Claim(s) 11_ is/are allowed. 

6) E3 Claim(s) 1-4.6 and 8-10 is/are rejected. 

7) S Claim(s) 5 and 7 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received, 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 
Response to Amendment 

1 . The present Office action is made in response to the amendment (Paper No. 17) 
received by the Office on 7/21/2003. 

Double Patenting 

2. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

3. Claim 3/1 is objected to under 37 CFR 1 .75 as being a substantial duplicate of 
claim 1 . When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1, 3-4, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Suzuki (U.S. Patent No. 6,025,962, of record) in view of Otake (U.S. Patent No. 
5,946,145, of record) and Suzuki (U.S. Patent No. 5,751,485). 
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Suzuki '962 discloses a zoom lens system for use with an optical apparatus (see 
columns 1-2) wherein the zoom lens system comprises five lens units arranged 
in an order from an object side as follow: a first positive lens unit, a second 
negative lens unit, a third positive lens unit, a fourth negative lens unit and a fifth 
positive lens unit. In a zooming process from a wide angle to a telephoto position, 
the distance between the first and second lens units is increased; the distance 
between the second and third lens units is decreased; the distance between the 
third and fourth lens units is increased; and the distance between the fourth and 
fifth lens units is decreased. In an image stabilization process, the fourth lens unit 
is moved in a direction perpendicular to the optical axis of the zoom lens system. 
See figures 1 and 4 and columns 14-16. While Suzuki discloses that the fourth 
lens unit is moved for compensating image vibrations, he does not disclose that 
only the negative lens component of the fourth lens unit is moved for 
compensating image vibrations. 

However, the decenter an entire or a part of the entire lens unit in a zoom lens 
system having five lens groups in a direction perpendicular to the optical axis of 
the zoom lens for compensating image vibrations is known to one skilled in the 
art as can be seen in the zoom lens system provided by Otake. In particular, 
Otake discloses a zoom lens system having five lens groups and teach that the 
fourth lens group or a part of the fourth lens group is used as a 
shifted/compensating unit in a direction perpendicular to the optical axis of the 
zoom lens system. See column 13, lines 41+ and column 14, lines 41+. Even 
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though the fourth lens group or a part of the fourth lens group being decentered 
has a positive power; however, one of ordinary skill in the art would recognize 
that what is critical is the geometry of the lens group being decentered not the 
positive or negative refracting power of the lens group. Further, the decenter of a 
part of the lens group wherein the decentered part has a negative power is also 
suggested to one skilled in the art as can be seen in the zoom lens system 
having an image stabilization function provided by Suzuki '485. See column 39, 
the eight embodiment which discloses a lens group having a negative subgroup 
and a positive subgroup wherein the negative subgroup is used as a 
compensating subgroup. Thus, it would have been obvious to one skilled in the 
art at the time the invention was made to modify the five-unit zoom lens of Suzuki 
'962 by decentering/moving only the part of lens group as suggested by Ohtake 
wherein the part of the lens group to be moved is a negative subgroup as 
suggested by Suzuki '485 for the purpose of compensating image vibrations and 
simultaneously reducing the power consumption. 
6. Claims 2 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki '962 in view of Ohtake and Suzuki '485 as applied to claims 1 and 9 above, and 
further in view of Yamamoto (of record). 

The combined product as provided by Suzuki '962, Ohtake and Suzuki '485 as 
described in the paragraph 5) above does not state that a photoelectric 
conversion element is disposed for receiving the image provided by the zoom 
lens. However, such use of a photoelectric conversion element for receiving an 
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image provided by the zoom lens is considered as an inherent feature form the 
system provided by Suzuki '962. If it is not inherent then the use of an optical 
apparatus having a zoom lens of five lens units and a charged-coupled device 
located to receive the image provided by the zoom lens is clearly disclosed in the 
art of Yamamoto. See column 1 , for example. Thus, it would have been obvious 
to one skilled in the art at time the invention was made to utilize a charged- 
coupled device positioned after a zoom lens as suggested by Yamamoto in the 
optical apparatus having a zoom lens with image compensating function provided 
by Suzuki '962, Ohtake and Suzuki '485 for the purpose of receiving the image 
formed by the zoom lens. 
7. Claim 1, 3-4, 6, 8 and 9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ishiyama (U.S. Patent No. 4,498,741, of record) in view of Suzuki 
(U.S. Patent No. 6,025,962, of record), Ohtake (U.S. Patent No. 5,946,145) and Suzuki 
(U.S. Patent No. 5,751,485). 

Ishiyama discloses a zoom lens system having five lens units of a first positive 
power, a second negative power, a third positive power, a fourth negative power 
and a fifth positive power arranged in that order from an object side. During a 
zooming process, from a wide angle to a telephoto position, the distance 
between the first and second lens units is increased; the distance between the 
second and third lens units is decreased; the distance between the third and 
fourth lens units is increased; and the distance between the fourth and fifth lens 
units is decreased. See columns 2-3 and the first embodiment. However, 
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Ishiyama does not teach that the fourth lens unit is decentered with respect to the 
optical axis for the purpose of compensating image blurs caused by vibrations. 
The use of a compensating mechanism for decentering a lens unit for the 
purpose of compensating image blurs caused by vibrations is known in the art. 
For instance, Suzuki '962 discloses a zoom lens system for use with an optical 
apparatus (see columns 1-2) wherein the zoom lens system comprises five lens 
units arranged in an order from an object side as follow: a first positive lens unit, 
a second negative lens unit, a third positive lens unit, a fourth negative lens unit 
and a fifth positive lens unit. In a zooming process from a wide angle to a 
telephoto position, the distance between the first and second lens units is 
increased; the distance between the second and third lens units is decreased; 
the distance between the third and fourth lens units is increased; and the 
distance between the fourth and fifth lens units is decreased. In an image 
stabilization process, the fourth lens unit is moved in a direction perpendicular to 
the optical axis of the zoom lens system. See figures 1 and 4 and columns 14-16. 
Thus, it would have been obvious to one skilled in the art at the time the 
invention was made to modify the zoom lens system provided by Ishiyama by 
decentering the fourth lens unit as suggested by Suzuki '962 for the purpose of 
compensating image blurs caused by vibrations. 

The combined product as provided by Ishiyama and Suzuki ( 962 does not 
disclose that only a part of the lens unit is decentered in the image compensating 
process; however, the movement of the whole lens unit or just a part of the lens 
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unit in an image compensating process is known to one skilled in the art as can 
be seen in the system provided by Otake. In particular, Otake discloses a zoom 
lens system having five lens groups and teach that the fourth lens group or a part 
of the fourth lens group is used as a shifted/compensating unit in a direction 
perpendicular to the optical axis of the zoom lens system. See column 1 3, lines 
41+ and column 14, lines 41+. Even though the fourth lens group or a part of the 
fourth lens group being decentered has a positive power; however, one of 
ordinary skill in the art would recognize that what is critical is the geometry of the 
lens group being decentered not the positive or negative refracting power of the 
lens group. Further, the decenter of a part of the lens group wherein the 
decentered part has a negative power is also suggested to one skilled in the art 
as can be seen in the zoom lens system having an image stabilization function 
provided by Suzuki '485. See column 39, the eight embodiment which discloses 
a lens group having a negative subgroup and a positive subgroup wherein the 
negative subgroup is used as a compensating subgroup. 
Thus, it would have been obvious to one skilled in the art at the time the 
invention was made to modify the five-unit zoom lens provided by Ishiyama and 
Suzuki '962 by decentering/moving only the part of lens component having 
negative power as suggested by Otake wherein the part of the lens group to be 
moved is a negative subgroup as suggested by Suzuki '485 for the purpose of 
compensating image vibrations and simultaneously reducing the power 
consumption. 
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8. Claims 2 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ishiyama in view of Suzuki '962, Ohtake and Suzuki '485 as applied to claims 1 and 9 
above, and further in view of Yamamoto. 

The combined product as provided by Ishiyama, Suzuki ( 962, Ohtake and Suzuki 
'485 does not clearly state that the system comprises an electronic conversion 
element disposed for receiving the image provided by the zoom lens. However, 
such use of a photoelectric conversion element for receiving an image provided 
/ by the zoom lens is considered as an inherent feature form the system provided 

by Suzuki '962. If it is not inherent then the use of an optical apparatus having a 
zoom lens of five lens units and a charged-coupled device located to receive the 
image provided by the zoom lens is clearly disclosed in the art of Yamamoto. 
See column 1 , for example. Thus, it would have been obvious to one skilled in 
the art at time the invention was made to utilize a charged-coupled device 
positioned after a zoom lens as suggested by Yamamoto in the optical apparatus 
having a zoom lens with image compensating function of Ishiyama, Suzuki '962, 
Ohtake and Suzuki '485 for the purpose of receiving the image formed by the 
zoom lens. 

Allowable Subject Matter 

9. Claim 1 1 is allowed over the cited art. 

10. Claims 5 and 7 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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R sponse to Arguments 

1 1 . Applicant's arguments with respect to claims 1 -1 0, have been considered but are 
moot in view of the new ground(s) of rejection. 

It is also noted that applicant's arguments relating to the combination of prior art 
provided by Suzuki '962 and Ohtake provided in the amendment, pages 8-9, have been 
fully considered but they are not persuasive for the following reasons. 

First, in response to applicant's argument that the zoom lens system of Ohtake 
has a power distribution different from that of the zoom lens system provided by Suzuki, 
the test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
The zoom lens system having the fourth lens group being decentered as provided by 
Ohtake is used by the Examiner for the purpose of showing the concept of decentering 
the whole or a part of the fourth lens group in a zoom lens system for stabilizing image 
blurs. The Examiner has not bodily incorporated the structure of the zoom lens provided 
by Ohtake into the structure of the zoom lens system of Suzuki '962. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is (703) 
308-4814. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A Dunn can be reached on (703) 305-0024. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308 



0956. 




